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Continued Examination Under 37 CFR 1,114 

A request for continued examination under 37 CFR 1 .1 14, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1 .1 14. Applicant's submission filed on 3/21/05 
has been entered. 

The Status of Claims: 
Claims 17-41 are pending. 
Claims 17-41 have been rejected. 

Detailed Action 

1 . It is noted that applicants have satisfied the requirement of 35 USC 1 19 by filing 
priority document, Italy M 199 A 001303 , June 11, 1999. 



2. None. 



Drawings 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 17-41 are rejected under 35 U.S.C. 1 12, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

In claim 17, the phrase " an alkylic chain containing from 1 to 8 carbon atoms" is 
recited. This expression of the term " containing" is vague and confusing. The meaning 
of "an alkylic chain containing from 1 to 8 carbon atoms " would mean that there are 
some additional components besides "1 to 8 carbon atoms ". This term " containing " 
leaves the claim open for the inclusion of unspecified components. Furthermore, it is 
well-settled that the terms comprising and containing do not exclude the presence of 
other ingredients than the one recited. Exparte Muench . 79 USPQ 92 (PTO Bd. App. 
1 948). Therefore, an appropriate correction is required. 

in claim 36, the phrase 411liiiliillilll^!l|» is 
recited. This expression of the term " type" is vague and confusing because the 
specification does not elaborate what is meant by the term "type of the 
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phrase : : ~ : : *^ : : A ^ : "Therefore, an appropriate correction is 

required. 



In claim 38, the phrase " said (per)fluoropolyethers comprise one or more 
(per)fluorooxyalkylene units" is recited. This expression of the term " comprise" is 
vague and confusing. The meaning of "said (per)fluoropolyethers comprise one or more 
(per)fluorooxyalkylene units" would mean that there are some additional components 
besides "one or more (per)fluorooxyalkylene units ". This term " comprise " leaves the 
claim open for the inclusion of unspecified components. Furthermore, it is well-settled 
that the terms comprising and containing do not exclude the presence of other 
ingredients than the one recited. Exparte Muench . 79 USPQ 92 (PTO Bd. App. 1948). 
Therefore, an appropriate correction is required. 

In claim 40, the phrase " Q can optionally contain heteroatoms, N.O.S.or 
carbonylimino, sulphonylimino, or carbonyl groups" is recited. This expression of the 
term " contain " is vague and confusing. The meaning of "Q can optionally contain " 
would mean that there are some additional components besides "heteroatoms, N, 0, S, 
or carbonylimino, sulphonylimino, or carbonyl groups ". This term " contain " leaves the 
claim open for the inclusion of unspecified components. Furthermore, it is well-settled 
that the terms comprising and containing do not exclude the presence of other 
ingredients than the one recited. Exparte Muench . 79 USPQ 92 (PTO Bd. App. 1948). 
Therefore, an appropriate correction is required. 
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In claim 40, the chemical formula a (Bfl)jplQ^ : ^W::;;;::{^;;);;;x:'' j S recited. There is a 
double bond between the "Q" and "OH" in the formula. However, this expression is 
vague and indefinite because the specification (see 11, line 13) describes the 

chemical formula for (e') as x : : : : : : ^^x^-x-sx-^x^wherein there is only a single bond 
instead of the double bond. Therefore, an appropriate correction is required. 



Double Patenting 



The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Or. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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Claims 17, 32-38, and 40-41 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1, 3, 5-10, 12-13, 
and 27 of U.S. Patent No. 6,579,835. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because U.S. Patent No. 6,579,835 
discloses the following claims similar to the current invention: 

: : : 1 : > A pfifc^ss : to? : dt£ : fchf sett mytv ■ :tif : rufcfeSy ^i^ks,: • 
-ms&j&y : am* glass ;£<^{ms,wg; spplvkg : la fmki ' 

a^uc^us : dts^emttns; [M tsakmic : mt&ka : tewed <sn : 
branched : ■ kM : £h^r:mrx:f^iittkah|:e: :(t*^r)^i30^)jKit^s h&rs, 
: ■ easkmifc < jllism^hia Bes • to mg. a aw^kcr : • average 
m^lccnilsr weight fewer xhzn m equal to ; 9,0&>< : tkiemmed 
fry v&ftujj* jxessure : : cis«iomet«y ; &wffme8£d toy; t^e-fi>lkjwittg: 

■ : ■ : : &avihg NO) ifesisiii^ ^etWmiefifd i>$? sltaikiit with 
> <ifeu^Yl«:n)in^-H<^ \ Kmt&m : to : ASTM : higher : 

: : ■ J^iJcJkn^ drartbsli v :tli^fcs^3i: horn sUii &iim : fcav frig 
. : . ihc %emrk\ formula; : : . ~ : 



: : : ■ R/*; $s?& fi/^ to *.>r Bt Eross :«ach : stfls&r,- 

six :^e^r it* &*«»£*; i ^^X^X A H wftfe X A ~CX 
: ; ■ ; ■ & ;&: i^lt fiabie* attk«& &r drf£ar*kv &m£tiew)< w&>& i& 

: : : : :■: :; 

^berein: «T; i* .ait lftitepr i« ibe: radge : : : : : : >: 
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:::::a.#:^c-:j6r^^ 

: : : : Jjusnt^r : : a ve i&eM : : sstt&csl si : wteigbl : m : : \ lis?.: : : rs rizii: 
: : : : : : : : : :;: : :4qO^^ 
* : : e) ; : msim f ti ac-UoaaJ : : hydr ci x$ I : \ or : : $zxh oi y 1 |e : ; :(pe > ) 

i >Gttf ^ Mid -tif&ima ilf i\& '■ &t!&WK3£- CGni£uW«i&; : : 

■ : : oifgoiircttoc > '■ : said : : B3b&c!ES?e*K : iWfog: • formula. ; (Ifc)*; 
stifled from the following; ftiriciiomsl gtmps: 



R ( is a £u'Av saturated alkyl; 
bai 4fee5nc«Ji} abiie^- said compci^Jids J^vm as I }ktcfo : : 



: - : ■ :2k - pEo^s: ^ssrdieg to: «£a*s& I ,: wbef day daft- amaujate: 
: : c^eptfiitnt : a): -po^-i&^ati&ta; 10^70^* by weight &&&&d 



cssittpaae&ot &}. kink betcr of saw totul fcydsftge nzteti m<«ia- 
f«cr: ihs skhcsuu hy w«tgte based «>xi she tuf&l of sftc dry 

: : : : : mote^^^ 

OfXtiTxnimt .c^FFPE -<&>k litt a&uwni t>? wight ts ki 

■ : • : :c) T : & jdsg :$;ito : acccwm: thit? the- : nEto&s: t)f : ehc: ^tJioxyi 
: : : : : : : of atjmj^rieBt 

ilic rc4#<4 "NCO §r^ft$ tt>m^ti^i hctw^h: 3- and; 

. - . : . : wlk-s : i?i ;«bset^ : , • sh<?: -total : &sna ursi. : ;by : hktjcs p f :«)33np<^v 

;<>r «(£; feast 30^; by; l^bt b^tl :<Jrt : : dtV . ^fdttCiEC. : ; : 

: :-: : x : ^«90J^{if^ 
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: £>r broEcfeeci :€ j~C:,;silky it; IV ^ : antl: W'w^ icqxid or differ^ : : : : : 
ai« : hydmg.cn '■ or li m&t. w :hra-nchcd: C^ii : kJkyl; : ulA.- :ju*:-x- 
im§vr m ite raag# I lit. ; : / ' 

• ;.l"h^ J .pf «>c^swi : : 6c^cdEii3gt ^ : c^ati3? : ; vvh^r^£$5 : : ia : J tJife: : 
iiKJirosaicc* b) cat", fixmvtfa.- {I A) T is . a .tertiary amiao £r>fftip.~ : 
: : 1, :Ths: -process seeding &r vhm I, : whsr-elo &e bif us*?- : 
it«n&] --(gBr)fluos[<>pply?ctfeftiK. m&alsdiis. c) -hays? wis-: wHMGfe: : 
£i J: : to : w& sg amis: &t&»si&&E&y- : -d&trahafiwt: afong tias 
data: <C^?) > :{<::FYD) wteb Y as'P ot Ci\, (C^O), 

*^b&itu&<* sylih il, CU>r(p^0ik*o*^<dky1, having (&vm t & ■ 
4 oiboa atoms/ • ' \ 

"Jit© process* JtccOrdimj lo cteim ?* v/hcrcaa : the com- : : : : 
pait6c& c) arc Ibo Mowing With the porliuartioxyilkvbac . 

wbofitki the ^ite (C^O) i&jKi (CTYO) are pedhio^: 
::::::: - KK^xyitlky le-tst «a fts^sti&feiiity d&Fttatted- sfoag the : - : : 

■ : ■ : mmi mwii. : ;a w>l*&w!&f : w$ igfrss*: s&d • J J) the 
t 5 4*X ti' tttskxg diftW e^ii Tram 0; Y is F or 
Ci^; ii: curt h» 0; ... 

. . : ijcic1io3 : t4t>t1 : Jii:si^ 1*9.^ t ? ; I* &*s: in k*>-g.e£<- wit ; tlsii mi^] xiirs^; ci±": 
... . or C?^; f is U aod'cjVXq^+l^ i* k* 

; e^--CR,^ • 

: : : : xoJhcras)^ 

: : : : : : 

. • : ; . ■ ai»rti p£i\imfinmi hyUste. [(mi '■ o^jicviial mb'~ : 
sEitti ted : w « bt Q tsr {^i^lucii<islky I,; fi'iiib : 
:::::: 1: t^J 4 ;c^w ; mms; ik* cmi grciMps j id ;the h^i^ ; 

: : : : : : eqijxl: t» ; dr:aiife^ 

^^^•^ 
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: : : : : 9. : il»:iiK<->»xis : : aawisng ip clami : 1 «; w fecrcixt itie tic tcn^: 
&uic* umal sa<mo*ac£$ ifx<li tsicd "in; U) tajy*. ib& saisc forn^y k: 
<1A); of t^;:<k^ijWj^^i : b)»; wli^^iihf ^ A are : 
a» ;^^ytj;^tijx£iti3 m$:V: xs ^kd<c?c4 : i'mm : &c groups tbst in : 
4) : ^ &c: pi**^ : ^ : fctiioBt: ih.c| : 01J : ■ 
gKntp: jftf ttie: ^miite^y is ftptionspy swh&E&s&d with: i&fri - : 
gro^ : : : : : : : : ; : ::: " : " : : : : : ' : 

: - : ; 10;.: 31i»s ; process accof diag: to; ciaitn; I ^ wlictcin 5 he . rao*-; 
pcuttftrt t); :i&: ; fanned : by- ; ir^n^fuib^-ktifbt ihytiraxyi ox car-: 

^rjftii* mmx yalky^ne mints :^}K>yu: iMu^ied far : : 

■: ■ : 12* :ITit; ^jcoc^ai^nJing &} ckim; I; wfccrcin «xnpoii«Kt 
(e7fiay^»^'^:fi>nBU^;. : : 

':' A^&~f>8. .:; .... •. ^ 

- ; : a^: Nj O, S*. ttt c : a* b#tjylimi5*x .swIpfoKH 3yHmtiK>: or r~ 
: : : :■:■:■: txniyt : gccsu Q : is: aofl rsuh&uiy &d * *r ■ & : k tit^feeti : m : : 
: : : : suh&ite^ 

•:•:•:•:•: halogen :a terns, hy&tmyl Qxm$&> C?,-<^ aEc yl radical*, : : 
: : l& Tte:^^^ 

g^u^tiiariis-; have mmlm a¥4?r&g£ fli&fcse-ula r -weighs:- ift Use : 
: risgs :2,iMj^S^dD^*: cteiemiined: 1>v -yapear ■ prss&uxf : osssaom > 

: : : *7^^^ 

: Uig ag^ais: : ihv- :& OGi : :a r*. selwisal- :&&£):-&& : gtoup: : 
: : e<3misftti£ of- tetoxitttiSAi : phiJ&cste< :ma?3t>- and : Ji^lkyl wb- 
: irtM pik^fto^: whe^t0 ibft : *3cy I i^tiaia : con laitts from l av 
: $ ; wxbmt : -^tyms,- : $ymb U '<&.pmlw\»wk ' crtiybs^U^s^ > : 



However, the instant invention differs from the prior art in that the claim 1 7 of 
the claimed invention is directed to the method to form films having hydro and oil 
repellant properties on the surface of objects. 



With respect to the claimed method to form films having hydro and oil repellant 
properties on the surface of objects, the claim 1 of the prior art does describe the 
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process of applying a coating of polyfluorinated polyurethanes containing 
oligourethanes to the various objects; from this, the coating can be interpreted as a 
synonym for films and the function of the coating is to protect the object from water 
and oil absorption ; furthermore, the specification supports this conception with a 
disclosure that the dry lubricant coating layer has properties of a high adhesion to the 
treated surface and a high resistance to water absorption (see col. 2 .lines 10-18). 
Therefore, it would have been obvious to the skilled artisan in the art to be motivated 
to add the water and oil repellant properties to the claims in order to accentuate the 
particular aspects of the claimed coating method because the skilled artisan in the art 
would expect such a modification to be successful and applicable to the claimed 
invention as the teachings (see col. 2 .lines 10-18) shown in the prior art. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Taylor Victor Oh whose telephone number is 571 -272- 
0689. The examiner can normally be reached on 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cecilia Tsang can be reached on 571-272-0562. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




